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DETAILED ACTION 

Response to Arguments 

1 . Applicant's arguments, see pages 8-9, filed December 15, 2008, with respect to the 
rejection(s) of claim(s) 1, 3, 6-8, 17, 19, 22-24, 48 and 49 under 103(a) have been fully 
considered and are persuasive. Therefore, the rejection has been withdrawn. However, upon 
further consideration, a new ground(s) of rejection is made in view of Nehab et al (US Patent No. 
6,029,182) in view of Rogers et al (US Patent No. 5,793,964), Vidyanand (US Publication No. 
2006/0023246). 

Claim Rejections - 35 USC §103 

1 . The following is a quotation of 35 U.S. C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

2. Claims 1, 3, 6-8, 17, 19, 22-24 and 48-49 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Nehab et al (US Patent No. 6,029,182) in view of Rogers et al (US Patent No. 
5,793,964). 

Concerning claim 1, Nehab discloses a printing system (Fig.l) connected via a network, 
to an external apparatus storing data (34, Fig. 4 or 6) comprising a receiving unit (2, 11, 12, 13, 
16, 19 Fig.l or 2; Fig. 9) adapted to receive acquisition information indicating data to be acquired 
and layout information necessary for assigning an image based on the acquired data to a 
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recording medium having a predetermined size (size of the document, size of a page), the 
acquisition information and the layout information being input by a user; a sending unit (16, 
Fig.4) adapted to send the acquisition information and the layout information (URLs, user- 
defined rules, extraction rules, web commands, structure criteria, content-based criteria, etc.) 
received by the receiving unit to the external apparatus (34) via the network so as to cause the 
external apparatus to acquire the data in accordance with the sent acquisition information and 
generating printing data; an acquisition unit (17, Fig. 6) adapted to acquired the printing data 
generated by the external apparatus; and a printing unit (7, Fig. 1) adapted to print the printing 
data acquired by the acquisition unit, wherein the external apparatus (34) generates the printing 
data by formatting, based on the layout information, the data corresponding to the acquisition 
information from the stored data (Abstract; col. 3, lines 50-64; col. 6, lines 47-50; col. 7, lines 5- 
10, lines 50-65; col. 8, line 27 - col. 9, lines 45; col. 10, line 60 - col. 11, line 15; col. 11, lines 
36-40; col. 11, line 61 - col. 12, line 16; col. 13, line 43 - col. 14, line 35; Appendices 2 and 3). 

Nehab does not directly teach that the printing system in Fig. 1 is a printer. However, 
From Fig. 3 of the application, the printer 1000 includes formatter controller 1 100 which is 
defined as "not constituted by an actual hardware but by a computer system including a CPU, a 
ROM, and a RAM etc." (Specification in page 12, lines 17-19). Thus, the printer 1000 includes 
a formatter controller 1 100 which is a computer system. It would have been obvious to one 
skilled in the art at the time the invention was made to consider the printing system 1 (Fig. 1) in 
Nehab a printer since the printing system 1 also includes a computer system (including a CPU 8, 
ROM/RAM 14, 5) connected to a network 11a and a printer engine 7 as shown in Fig. 3 of the 
application. 
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Nehab et al does not directly disclose that the external apparatus generates printing data 
by formatting based on the layout information and the data corresponding to the acquisition 
information from the stored data. Rogers discloses a system (Figs. 1, 2, 7, 8) which allows (web) 
users to request information that is created by a data interpretation system (DIS) and then 
presented by a (web) server to the user of the web wherein the result can be furnished to a user at 
a specified location with a form and format desired (Abstract; col. 4, line 33 - col. 5, line 25; col. 
10, lines 5-9; col. 15, lines 61-67). For instance, the system allow the facility for providing 
specialized specific requests to be created for routine use, as well as the facility to formulate 
generalized or specialized ad hoc requests. In addition the system allow query and update 
capability, the ability to perform calculations with respect to any retrieval data, to format the 
information in text or in graphics, and the facility of presenting the results to the client for 
displaying or other use (col. 5, line 16-25). The output can be routed to a requestor selected 
resulting output units, comprising fax, printer, retail or banking (col. 14, lines 58-62). It would 
have been obvious to one skilled in the art at the time the invention was made to combine the 
above teaching of Rogers to generate printing data in a desired format based the web server that 
can generate printing data in a printable format to the external apparatus in Nehab et al since 
both of them teach a system for retrieving and printing network documents through network 
communications in a desired format. 

Concerning claims 3, 6-7, 19, 22-23, Nehab in view of Rogers further teaches the 
acquisition information is represented by URL (44, Fig.9A), (claims 3, 19); the layout 
information includes information on the recording medium (claim 6) and the layout information 
is information designating a page and the acquisition unit acquires the printing data 
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corresponding to the designated page (maximum pages, maximum size, formatting rules, 
extraction specification limits for levels, pages, size, paragraph formatting, style sheets, headers 
and footers, etc. in Appendices 2 and 3), (col. 9, lines 4-7; col. 9, line 63 - col. 10, line 13; col. 
11, lines 12-15; appendices 2 and 3), (claim 7). It is noted that the personal-news-pro file-editor 
16 and personal-news-pro files 19 can receive input from user to set or change the layout or 
format including information designating a page or information on the recording medium as a 
matter of well known in the prior art (col. 1, lines 18-35) and from the appendices 2 and 3 in 
Nehab. 

Concerning claims 8, 24, Nehab in view of Rogers further teaches the data acquired by 
the external apparatus is described with a structured description language and wherein the 
structured description language is XML or HTML (18, Fig. 2), (claims 8, 24). 

Claim 17 is method claim of apparatus claim 1. Claim 17 is rejected for the same 
rationales set forth for claim 1 . 

Concerning claim 48, Nehab discloses a printing system (Fig.l) connected via a network, 
to a Web server holding plural Web pages (35, Fig. 4 or 6) comprising a receiving unit (2, 11, 12, 
13, 16, 19 Fig.l or 2; Fig. 9) adapted to receive a URL indicating the Web page to be acquired 
and layout information necessary for assigning an image based on the acquired data to a 
recording medium having a predetermined size (size of the document, size of a page), the 
acquisition information and the layout information being input by a user; a sending unit (16, 
Fig.4) adapted to send the URL and the layout information (user-defined rules, extraction rules, 
web commands, structure criteria, content-based criteria, etc.) received by the receiving unit to 
the Web server (35) via the network; an acquisition unit (17, Fig. 6) adapted to acquired the 
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printing data generated by the Web server; and a printing unit (7, Fig.l) adapted to print the 
printing data acquired by the acquisition unit, wherein the Web server (34) generates the printing 
data by formatting, based on the layout information, the Web page corresponding to the URL 
from among the plural held Web pages (Abstract; col. 3, lines 50-64; col. 6, lines 47-50; col. 7, 
lines 5-10, lines 50-65; col. 8, line 27 - col. 9, lines 45; col. 10, line 60 - col. 11, line 15; col. 11, 
lines 36-40; col. 11, line 61 - col. 12, line 16; col. 13, line 43 - col. 14, line 35; col. 15, lines 29- 
39; col. 16, line 21 - col. 17, line 18; col. 18, line 54 - col. 19, line 23; Appendices 2 and 3). 

Nehab does not directly teach that the printing system in Fig. 1 is a printer. However, 
From Fig. 3 of the application, the printer 1000 includes formatter controller 1 100 which is 
defined as "not constituted by an actual hardware but by a computer system including a CPU, a 
ROM, and a RAM etc." (specification in page 12, lines 17-19). Thus, the printer 1000 includes a 
formatter controller 1 100 which is a computer system. It would have been obvious to one skilled 
in the art at the time the invention was made to consider the printing system 1 (Fig.l) in Nehab a 
printer since the printing system 1 also includes a computer system (including a CPU 8, 
ROM/RAM 14, 5) connected to a network 11a and a printer engine 7 as shown in Fig. 3 of the 
application. 

Nehab et al does not directly disclose that the Web server 14 generates printing data by 
formatting based on the layout information and the data corresponding to the acquisition 
information from the stored data. The same discussion is repeated as in claim 1 above. 

Claim 49 is method claim of apparatus claim 48. Claim 49 is rejected for the same 
rationales set forth for claim 48. 
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3. Claims 26, 28, 46 and 47 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Nehab in view of Rogers et al (US Patent No. 5,793,964) and Vidyanand (US Publication No. 
2006/0023246). 

Concerning claims 26 and 28, Nehab in view of Rogers et al discloses the printing 
method as disclosed in claim 17 above. Nehab further teaches the step of changing the received 
layout information (16, Fig. 2) (col. 8, lines 12-18; col. 9, line 62 - col. 10, line 13; col. 18, lines 
54-64). 

Nehab in view of Rogers et al discloses that the received layout information can be 
changed but does not specifically teach that the changing of the received layout information on 
the recording medium having a first size to layout information having a second size different 
from the first size or the information on the recording medium is information indicating a sheet 
size. However, it was commonly known in the prior art that the layout information of the 
recording medium can be changed due to different recording medium sizes available for each 
printer. In the same field of endeavor, Vidyanand supports that prior art by disclosing, "Selected 
file specific options may be selected paper size (e.g., letter, legal, A4), ..." (paragraph 0003), 
"the user may also modify a previously defined set 16 ... and save the modified set as a new set 
16 (e.g. modifying the selected page size and finishing preferences 18 for "Newsletter 1" and 
retaining the color preferences for "newsletter 1," and saving the modified set 16 as "proposal 
1"), (paragraph 0045). Vidyanand further teaches in Fig. 9 the page size selection menu (47a) for 
selecting different sizes of recording paper. It would have been obvious to one skilled in the art 
at the time the invention was made to modify the step of changing the layout information from a 
first recording paper size to a second recording paper size as taught in Vidyanand since Nehab 
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also teaches the changing of the layout and format information without limiting the changing of 
the paper size. 

Concerning claim 46, Nehab in view of Rogers et al further teaches a changing unit (16, 
Fig.2) adapted to change the layout and format information. 

Nehab in view of Rogers et al does not specifically teach that in a case where paper size 
indicated by the layout information received by the receiving unit is not provided in the printer, 
the layout information is changed to the layout information indicating a size of paper provided in 
the printer. However, it was commonly known in the prior art that the layout information of the 
recording medium can be changed due to different recording medium sizes available for each 
printer. In the same field of endeavor, Vidyanand supports that prior art by disclosing, "Selected 
file specific options may be selected paper size (e.g., letter, legal, A4),. . ." (paragraph 0003), "the 
user may also modify a previously defined set 16 ... and save the modified set as a new set 16 
(e.g. modifying the selected page size and finishing preferences 18 for "Newsletter 1" and 
retaining the color preferences for "newsletter 1," and saving the modified set 16 as "proposal 
1"), (paragraph 0045). Vidyanand further teaches in Fig. 9 the page size selection menu (47a) for 
selecting different sizes of recording paper. It would have been obvious to one skilled in the art 
at the time the invention was made to modify the step of changing the layout information from a 
first recording paper size to a second recording paper size as taught in Vidyanand since Nehab 
also teaches the changing of the layout and format information without limiting the changing of 
the paper size. 

Claim 47 is method claim of apparatus claim 46. Claim 47 is rejected for the same 
rationales set forth for claim 46. 
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Conclusion 

Claims 1, 3, 6-8, 17, 19, 22-24, 48 and 49 are rejected. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Madeleine AV Nguyen whose telephone number is 571 272- 
7466. The examiner can normally be reached on Monday-Friday 9:00am-5:30pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Edward L. Coles can be reached on 571 272-7402. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Madeleine AV Nguyen/ Madeleine AV Nguyen 

Primary Examiner, Art Unit 2625 Primary Examiner 

Art Unit 2625 

January 29, 2009 



